Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 1 of 25



Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 2 of 25



Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 3 of 25



Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 4 of 25



Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 5 of 25



Case 1:12-cv-02650-RWS Document 294 Filed 09/14/17 Page 6 of 25



Case 1:12-cv-02650-RWS ™ Document 294 Filed 09/14717 Page 7 of 25

of Dr. Seymour Fein dated July 24, 2017 (“Fein Decl.”), at 2,

Dkt. No. 281).

On May 7, 2003, Ferring filed a modified PCT application
IB03/02368 (the “PCT Application”) that claimed priority to the
GB Application, removed low dose and sublingual claims from the
application, and did not name Fein as an inventor. Ferring, 166

F. Supp. 3d at 418.

On June 18, 2009, as a continuation of the PCT Application,
Ferring filed U.S. Application No. 10/513,437 (the “’'437
Application”), which was issued on July 14, 2008, as the 7429
Patent. Id. Also on June 18, 2009, Ferring filed U.S.
Application No. 12/487,116 (the ™ 116 Application”) as a
continuation of the 437 Application, and to which, on November
6, 2009, a claim was added directed to “[a]ln orodispersible
pharmaceutical dosage form of desmopressin acetate which
disintegrates in the mouth within 10 seconds.” Id. Ferring did
not include Fein as an inventor on this patent application
either. Id. On May 24, 2011, the ’116 Application issued as the

’654 Patent. Id.
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ii. March 2007 Agreement Assignment to Reprise

In March 2007, Fein assigned intellectual property rights
in his desmopression inventicns to Reprise, a corporation in

which Fein was a principal and equity partner. See Ferring, 2015

WL 5671799, at *6; {Declaration of Charles T. Coilins-Chase
dated July 10, 2017 {“Collins-Chase Deci.”), Ex. C (the “March
2007 Agreement,” Dkt. No. 265; Fein Decl., at 3). Fein had also
previously had formed Serenity, through which Fein and others
intended to commercially market Fein’s inventions. Ferring, 20195

WL 5671799, at *6.

Under the terms of the March 2007 Agreement, Fein assigned

tc Reprise his entire right in:

{(March 2007 Agreement, at Non-AGN (0C(09BC4¢€.)
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Appendix A to the March 2007 Agreement detailed the rights

ir the | bcinc transferred to Reprise.t (Id., at Non-

AGNO0098046; see id., at Non-aGN00098048-50.) [ NG

2017

(Declaration of Christopher J. Harnett dated July 24,

{“Harnett Decl.”), Ex. 4, at FERALLOJOGC7S, Dkt. No. 280; see

id., FERALLOCO{063.; The *761 Patent claimed pricrity over the

GB Application. (See id., at FERALL0C00063.) |GG

I - parties do not dispute that what has been
presented is what was intended to be attached to the March 2007

Agreement.
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The Three-Way Agrecment defines || 2 the
I (. ot AGN_FER000004986.)

The Three-Way Agreenent’s [N B
I (1., ot
AGN_FERC00005010).° The March 2010 Agreement does not list any
I ::c sections detailing assigned Reprise and Serenity
patent rights to Allergan. {(See March 2010 Agreement, at

AGN_FER0OC00051390~-40.)

Lastly, the Three-Way Agreement NG
I N B -ich included N
I (o dose cesmopressin. (Three-Way

Agreement, at AGN FERQ0C004988~889.)

3 The Reprise patent assignments noted in Exhibit 1.2 of the
Three-Way Agreement were identical to the assignments jisted in
the relevant sections of the March 2010 Agreement. (See Collins-
Chase Deci., Ex. E, at 103:22-3105:11, 3111:21~-112:13.)

il
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greement nor March 2010 Agreement |G
I  ovcver, as described above, the
agreements assign to Allergan GG

Like the March 2007 Agreement, these inclusions indicate an
intention to assign to Allergan whatever rights Fein possessed
at the time in the invention of low dose desmopressin and
previously given to Reprise. Evidence presented indicates that
this was the intensicn of the parties at the time. (See Fein
pecl., at 3.)
in the agreement does not impact this interpretation,
particularly since at that time, the degree to which Fein had

any claim to inventorship of those patents was unresolved.

Ferring has noted that because the Three-Way Agreement [JJJij

T ((hrce-Way Agreement, at AGN_FER000004986.) In

18
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addition, the agreement stated NG

I N (hrcc-fay Agreement, at

AGN FERQ000049899.) To the extent that Ferring was a co-inventor
of the Ferring Patents, Ferring argues that such clauses
demecnstrate that the Ferring Patents cannot fall within the

scope of the assignments.

while the | 1:2nguage as described above appears
to assign Dr. Fein's rights, if any, to Allergan under the
different 2010 agreements, that interpretation is in tension and
could be inconsistent with the provisions relied upon by
Ferring. However, whether the conflicting provisions resulted
from a scrivenex’s error or an incorrect representation,
particularly in light of the intent of the parties, presents
factual disputes irresglvable on the instant motion and should

be addressed at trial.

Moreover, whether the rights could have been transferred
under the terms of the agreements described above is only part
of the guestion; what is similarly irresolvable at present, and

remains to be determined, is the nature and breadth of the

19
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In re New York Times Co. to Unseal Wiretap & Search Warrant

Materials, 577 F.3d 401, 410 n.4 (2d Cir. 2009) (“When
litigation requires disclosure of trade secrets, the court may
disclose certain materials only to the attorneys involved.”):;

Encyclopedia Brown Prods., Ltd. v. Home Box Office, Inc., 26 F.

Supp. 2d 606, 612 (S.D.N.Y. 1998) (“Potential damage from
release of trade secrets is a legitimate basis for sealing
documents and festricting public access during trial.”

(collecting cases)).

23
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Conclusion

For the reasons set forth above, Ferring’s motion to
dismiss is denied, Counterclaim Plaintiffs and Allergan’s motion
for substitution is granted, and both parties’ motions to seal
are granted. The Clerk of the Court is requested to amend the
caption by substituting Reprise and Serenity for Allergan as

counterclaimants.

In light of the protective order entered in this case, the
parties are directed to jointly submit a redacted version of
this Opinion to be filed publically within one week of the date

of this Opinion.
It is so ordered.

New York, NY
September;7 , 2017

[Z)lfle,>7ﬂ
ROBERT W. SWEET
U.s.D.J.
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